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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

2. Claim 1 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for generating the speech synthesis of text 
messages, speech recognition for the performance of Instant Messaging function 
and delivering text as part of an instant message to clients on electronic text 
messaging capable devices, does not reasonably provide enablement for a 
mechanism for the recording and delivery of voice as part of an instant message. 
The claim language "a mechanism for recording and delivery of voice as part of 
an instant message that is part of an instant messaging system...." seems to be 
a voice recording as an attachment to a text message, not generating the text 
message itself from speech, which appears to be an essential part of the 
invention. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In particular, the functional relationship 
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between the recited steps "generating..." and "voice recognition..." and the 
apparatus "a mechanism for recording..." is unclear and considered indefinite 
since the resulting claims does not set forth the metes and bounds. 



Claim Objections 

5. The specification and claims are objected to because the term "voice 
recognition" is misused for what nowadays is called -speech recognition- in the 
speech signal processing art. While "voice recognition" and "speech recognition" 
were both once used interchangeably to refer to spoken word recognition, 
nowadays these two terms are distinguished. The term "voice recognition" now 
denotes identification of who is doing the speaking (class 704/246), while 
"speech recognition" (or word recognition") denotes identification of what is being 
said (class 704/251 ). So, appropriate correction to the proper terms of art is 
required (e.g. page 2, line 24). 

6. Claims 3 and the Specification is objected to because of the following 
informalities: 

• Limitations (b) and (c) the word "equivelant" should be -equivalent-. 

• Limitation (d) the word "ouput" should be -output-. 

• Limitations (e) and (f) are repetitive. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

8. Claims 1-2 and 4-5 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Myers et al. (USPN 7,065,186) in view of Malik (PGPUB 
203/0219104). 

Regarding claim 1, Myers discloses a system and method for extending 
instant messaging applications to telephony devices using voice recording, voice 
streaming, voice recognition and voice synthesis comprising the steps of: 

generating the speech synthesis of text messages (voice access to instant 
messaging; column 2, lines 6-19 with claim 1); 

voice recognition for the performance of Instant Messaging functions, such 
as selecting a "buddy", changing status,, sending a message, listening to a 
message (speech function to send and instant message; column 2, lines 55-66 
with column 3, lines 4-5); and 

delivery voice instant message to Instant Messaging clients on electronic 
text messaging capable devices and telephony devices (telephone) over 
networked systems such as the Internet (Internet), wireless networks, cellular 
networks, radio networks, and wireline networks (column 2, lines 6-19 and 
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column 3, lines 28-36), but does not specifically teach a mechanism for the 
recording and delivery of voice as part of an instant message that is part of an 
Instant Messaging system. 

Malik teaches voice message delivery over instant messaging comprising 
a mechanism for the recording (voice recording) and delivery (delivery) of voice 
as part of an instant message that is part of an Instant Messaging system 
(column 2, paragraph 0025-0026 with column 4, paragraph 0034-0036), to queue 
a message for later delivery. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Myers' system and method wherein it 
comprises a mechanism for the recording and delivery of voice as part of an 
instant message that is part of an Instant Messaging system, as taught by Malik, 
to provide means deliver the instant message to the user as soon as the user is 
present on the instant messaging network (column 2, paragraphs 0010-001 1). 

Regarding claim 2, Myers discloses a system and method wherein such 
system and method is applicable to Instant Messaging systems such as 
Microsoft Windows Messenger, Yahoo Messenger and AOL Messenger (desired 
hardware platform; column 2, lines 20-34 with column 3, lines 28-36). 

Regarding claim 4, Myers discloses a system and method wherein such 
system and method further comprises: 

(a) the use of one or more existing Instant Messenger service(s) 
account(s) (user logs onto account; column 2, lines 55-60); 
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(b) the use of one of more newly created Instant Messenger service(s) 
account(s) (inherent in user logs onto account; column 2, lines 55-60); 

(c) and the function of action as a client to one or more existing Instant 
Messenger service(s) (client providing access into instant messaging; column 1, 
lines 51-53). 

Regarding claim 5, Myers discloses a system and method wherein such 
system and method further comprises; 

(a) support of an individual Instant Messaging session as telephony device 
to electronic text messaging device and as telephony device to telephony device 
(telephone user and a data network that may include the Internet; column 2, lines 
6-19); 

(b) and multiple, simultaneous Instant Messaging sessions of both 
telephony device to electronic text messaging device and telephony device to 
telephony device without limitation to number of sessions or type of sessions 
(telephone network; column 2, lines 6-19). 

9. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Myer in view of Malik and in view of Chemtob (USPN 7,124,164) in view of 
Zondervan et al. (PGPUB 2002/0059073), hereinafter referenced as Zondervan, 
and in further view of Jellinek (USPN 6,934,767). 
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Regarding claim 3, Myers in view of Malik discloses a system and method 
wherein such system and method further comprises: 

(e) the playing, streaming, and replaying of a voice message as a sound 
file on an electronic text messaging capable device or telephony device (Myers; 
plays an instant message; column 3, lines 6-19), but does not specifically teach 
the method and system wherein it comprises emotions, conversions of instant 
messaging shorthand to both the phonetic equivalent and longhand translation 
and voice libraries to customize the speech synthesis. 

Chemtob discloses a system and method comprising: 

(a) the conversion of graphical emotion elements (Emoticons) to emotion 
sounds (Emotisounds) (emoticons; column 10, lines 50-61 and column 11, lines 
5-10 with column 13, line 28 - column 14, line 14); and 

(d) the selection of voice libraries to customize the speech synthesis 
output (customize feedback expressions; column 11, lines 5-10), to provide a 
variety of feedback expressions. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Myers 1 in view of Malik's system and 
method wherein it comprises emotions and voice libraries to customize the 
speech synthesis, as taught by Chemtob, to facilitate participants to provide 
ongoing feedback and contain a variety of feedback expressions (column 10, 
lines 50-61). 
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Myers in view of Malik and Chemtob disclose a speech Instant Messaging 
system and method, but does not specifically teach the conversion of Instant 
Messaging shorthand to their respective, phonetic equivalent. 

Zondervan discloses a system and method wherein it comprises: 

a conversion of Instant Messaging shorthand to their respective phonetic 
equivalent (replace certain words or abbreviations that may occur in the text, with 
phonetic spellings; column 15, paragraph 0326 and column 17, paragraph 0346), 
to provide custom pronunciation. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Myers in view of Malik and Chemtob's 
system and method wherein it comprises a conversion of Instant Messaging 
shorthand to their respective phonetic equivalent, as taught by Zondervan, to 
provide customization (column 15, paragraph 0032). 

Myers in view of Malik, Chemtob and Zondervan disclose a speech Instant 
Messaging system and method, but does not specifically teach that the 
translation of Instant Messaging shorthand to their respective, longhand 
equivalent. 

Jellinek discloses a system and method wherein the translation of Instant 
Messaging shorthand to their respective, longhand equivalent (abbreviated 
substring relates to the expanded form; column 7, lines 4-12 with column 3, lines 
34-50), produces an expanded input string that is version of the unexpanded 
input sting. 
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Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify Myers in view of Malik, Chemtob and 
Zondervan's method and system and wherein it comprises translating of Instant 
Messaging shorthand to their respective, longhand equivalent, as taught by 
Jellinek, to reduce the character input problems by automatically expanding; 
(column 2, lines 15-29). 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Mendiola et al. (PGPUB 2002/0006803) disclose a method and system for 
inviting and creating accounts for prospective users of an instant 
messaging system. 

• Diament et al. (PGPUB 2002/0071539) disclose a method and apparatus 
for telephony-enables instant messaging. 

• Wu et al. (PGPUB 20020023131) disclose voice instant messaging. 

• Malik (USPN 7,123,695) discloses a voice message delivery over instant 
messaging. 

• Creamer et al. (USPN 7,085,258) disclose instant messaging with voice 
conversation feature. 

• Dodrill et al. (USPN 6,807,565) discloses instant messaging system using 
voice enables web based application server. 
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1 0. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Jakieda R. Jackson whose telephone number 
is 571 .272.7619. The examiner can normally be reached on Monday through 
Friday from 7:30 a.m. to 5:00p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David Hudspeth can be reached on 571.272.7843. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 



JRJ 

December 19, 2006 




